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] Responsive to comnnunication(s) filed on Jan 31, 2000 ' 

□ This action is FINAL. 

n Since this application is in condition for allowance except for formal matters prosecution as to the merits is closed 
in accordance with the practice under fx parfe Quayle. 1935 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3 month(s), or thirty days, whichev^^^ 

t tnaeXoTluTlZg date of this communication. Failure to respond within the period for response w.il cause the 
appSon to b^^^^^^ (35 U.S.C. i 133). Extensions of time may be obtained under the prov.s,ons of 

37 CFR 1.136(a). 
Disposition of Claims 

^ ^, . , , ^7 . is/are pending in the application. 

IXI Claim (s) 37-0/ 

is/are withdrawn from consideration. 

Of the above, claim(s) 

^ is/are allowed. 

□ Claim(s) . 

„ i6/are rejected. 

XI Claim(s) 37-57 

is/are objected to. 

□ Claim(s) ^ ■ 

^ ^, . are subject to restriction or election requirement. 

U Claims . 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is Approved Qisapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

K] Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
m All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Apptication No. (Series Code/Serial Number) . ■ 

Kl received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
♦Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-1 52 



— SEE OFFICE ACTION ON THE FOLLOWING PAGES — 
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DETAILED ACTION 

1 The request filed on 01/3 1/2000 in Paper No. 12, for a Continued Prosecution Application 
(CPA) under 37 CFR 1.53(d) based on parent Application No. 09/142,043 is acceptable and a CPA 
has been established. An action on the CPA follows. 

2. Claims 37-57 are pending and under consideration by the Examiner. 
Specification 

2a. The specification is objected to for reasons of record set forth on page 2 of the office action 
mailed on 07/29/99 in Paper No: 1 1 . 

2b. This appUcation does not contain an abstract of the disclosure as required by 37 CFR 1 .72(b). 
An abstract on a separate sheet is required. This objection to the specification is maintained for 
reasons of record set forth on page 2 of the office action mailed on 07/29/99, in Paper No: 1 1. 
Claim Rejections 

Claims 37, 43, 48, 51, 54 and 57 are objected to for reasons of record set forth on pages 2-3 of the 
office action mailed on 07/29/99, in Paper No: 1 1 . 
Claim rejections-Double patenting 

Non-statutory double patenting rejection (obviousness-type) 

the rejection of claims 37, 51 and 57 under the judicially created doctrine of obviousness-type double 
patenting is maintained for reasons of record set forth on pages 3-4 of the office action mailed on 
07/29/99, in Paper No: 1 1 . 
Claim Rejections - 35 U.S.C § 112 
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3. The rejection of claims 37-57 under 35 U.S.C. 1 12, first paragraph is maintained for reasons 
of record set forth on pages 5-10 of the office action mailed on 07/29/99, in Paper No: 1 1 . 

4. The rejection of claims 37-57 under 35 U.S.C. 1 12, second paragraph is maintained for 
reasons of record set forth on pages 10-12 of the office action mailed on 07/29/99, in Paper No: 1 1. 

5. The rejection of claims 37, 39 and 51-57 under 35 U.S.C. 102(b) as being anticipated by 
Fearon et al, is maintained for reasons of record set forth on pages 12-13 of the office action mailed 
on 07/29/99, in Paper No: 1 1 . 

6. The rejection of claims 48-50 under 35 U.S.C. 103 as being unpatentable over Fearon et al 
in view of Capon et al, is maintained for reasons of record set forth on pages 14-15 of the office 
action mailed on 07/29/99, in Paper No: 1 1 . 

New rejections: 

Claim Rejections - 35 U.S.C § 101 

7. 35 u s e. 101 reads as follows: 

Whoever mvents or discovers any new and useftil process, machine, manufacture, or composition of matter or any 
new and usefol improvement thereof, may obtam a patent therefor, subject to the conditions and requirements of this title. 

7a. Claims 54-56 are rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. Claims 54-56 recite "a polynucleotide encoding " which 
encompasses the polynucleotide as it occurs in nature. However, since Applicants do not intend to 
claim a naturally occurring product amendment of the claims to show the hand of man would obviate 
this rejection. It is suggested that claims 54-56 be amended to recite " an isolated polynucleotide 

encoding ". Appropriate correction is required. 

Claim Rejections - 35 U.S. C. ^ 112 
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8. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

-nie specification shall conclude with one or more clauns particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8a. Claims 54-56 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Claim 54 recites "a polynucleotide encoding an SCR3-derived polypeptide having 6 to 23 
amino acid residues and comprising at least a portion of SEQ ID N0:1...", however, it is unclear, if 
the polynucleotide encoding the SCR3-derived polypeptide also comprises at least a portion of SEQ 
ID N0:1, or if the SCR3-derived polypeptide also comprises at least a portion of SEQ ID N0:1. 
Appropriate clarification is required. 

Claims 55-56 are also vague and indefinite insofar as they depend on claim 54 for the 
limitation set forth directly above. 
Conclusion 

9. No claim is allowed. 

^rfv«o,^/«/or/«^^^ this communication or earlier communications fi-om the examiner 

should be directed To Fozia Hamud whose telephone number is (703) 308-8896. The examiner can 
normally be reached on Monday-Friday fi-om 8:00AM to 4:30PM (Eastern time). 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner s supervisor, 
Gary Kunz, can be reached on (703) 308-4623. j. ^ -f^i 

Official papers filed by fax should be directed to (703) 308-4227. Faxed draft or informal 
communications with the examiner should be directed to (703) 308-0294. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-0196. 
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FoziaHamud ^^^Ef^^ 
Patent Examiner EXAMINER 
ArtUmt 1646 
April 25, 2000 



